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DETAILED ACTION 

1 . This action is in response to the amendment filed on 3/1 1/2009. 

2. Claims 1-11, 13-36, and 38-42 are pending (claims 12 and 37 were canceled). 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claim(s) 5-20 is/are rejected under 35 U.S.C. 101 as not falling within one of the four 
statutory categories of invention. While the claims recite a series of steps or acts to be 
performed, a statutory "process" under 35 U.S.C. 101 must (1) be tied to particular machine, or 
(2) transform underlying subject matter (such as an article or material) to a different state or 
thing. See page 10 of In Re Bilski 88 USPQ2d 1385. The instant claims are neither positively 
tied to a particular machine that accomplishes the claimed method steps nor transform 
underlying subject matter, and therefore do not qualify as a statutory process. The method 
claims 5 and 15 including steps of . . . is broad enough that the claim could be completely 
performed mentally or manually without a machine nor is any transformation apparent. It is 
suggested that the claims be rewritten such that at least one method step is performed by a 
particular machine. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 
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The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-11, 13-36, and 38-42 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter which 

was not described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 

In claim 1, the claim includes a delay point that indicates both call completion on busy 

and call completion on no answer (note that "the call supplement services" in line 7 refers to 
"call supplementary services" in line 7, and "the delay point" in lines 6-7 refers to "delay point" 
in line 6 of the claim). The specification (page 7, lines 21-23) specifically discloses that a delay 
point, DP, is the point at which all of the conditions are satisfied, then the delay point in claim 1 
which indicates that the two conditions, i.e., (i) call completion on busy and (ii) call completion 
on no answer, must be met before the call can be established (that is alerting the called user or 
prematurely releasing the call before alerting, specification, page 1, lines 4-9). However, in an 
actual call, a condition of either call completion on busy OR call completion on no answer can 
happen, not both. Therefore, the specification fails to disclose how, within the same call, a delay 
point at which both call completion on busy and call completion on no answer are supported. 

In claims 5, 9, 14, 15, 19, 20, 21, 26, 27, 29, 30, 31, 35, 36, 40, and 42, the claims 
similarly recite that the delay point indicates feature discovery of the called endpoint and call 
supplementary services. 
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However, referring to Fig. 4 which discloses a call flow diagram for delayed call 
establishment for maintenance purposes without involves any user notification and that the delay 
point is when bidirectional media is established (see specification, page 8, lines 15-17 and 21-22, 
page 9, lines 18-20 and page 10, lines 1-6) which presumably corresponds to the claimed 
"feature discovery of the called endpoint." On the other hand, Fig. 5 discloses a call flow 
diagram for delayed call establishment in a call back busy signal situation which involves user 
notification and that the delay point is identified as explicit notification (see specification, page 
8, lines 17-20, page 10, lines 9-21). Therefore, Fig. 4 for call delay establishment with feature 
discovery/maintenance purposes without involving user notification and Fig. 5 for call delay 
establishment in a CCBS involving user notification are disclosed as two mutually exclusive 
embodiments. 

In addition, since the specification (page 7, lines 21-23) discloses that a delay point, DP, 
is the point at which qU of the conditions are satisfied, then the delay point in 5, 9, 15, 20, 21, 26, 
27, 30, 31, 35, 36, 40, and 42 which indicates that multiple conditions, i.e., mainly two groups 
(i) feature discovery of a called endpoint/maintenance testing and (ii) call supplementary 
services including call completion on busy and call completion on no answer, must be met before 
the call can be established (that is alerting the called user or prematurely releasing the call before 
alerting, specification, page 1 , lines 4-9). However, in an actual call, as for call supplementary 
services, either condition of call completion on busy OR call completion on no answer can 
happen, not both. 
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Therefore, the specification fails to disclose how the system can have and will behave in 
an actual call setup in which the DP indicates both the conditions that require notifying the 
user/called endpoint and the conditions that do not require notifying the user/called endpoint. 

In claim 38, the claim includes the delay point that also indicates diagnostic testing 
without alerting a user of the called endpoint which corresponds to Fig. 4 (specification, page 9, 
lines 18-page 10, lines 1-6); however, the delay point in claim 1 on which claim 38 depends 
indicates call supplementary services that include call completion on busy and call completion 
on no answer which involve notifying the called endpoint and correspond to Fig. 5 (specification, 
page 5, lines 10-19 and page 10, lines 7-21). 

Therefore, since the specification (page 7, lines 21-23) discloses that a delay point, DP, is 
the point at which all of the conditions are satisfied, the specification does not disclose how the 
system can have and will behave in an actual call setup in which the DP indicates both the 
conditions that require notifying the user/called endpoint and the conditions that do not require 
notifying the user/called endpoint. In addition, claims 1 and 38 are two mutually exclusive 
embodiments and should be claimed separately. 

Response to Arguments 

5. Applicant's arguments with respect to claims 1 and 5 have been considered but are moot 

in view of the new ground(s) of rejection. 

A. In the remarks on pages 1 1-13, it is clear in the claims what are being claimed. However, 
it is respectfiiUy submitted that the features that are claimed, i.e., delay point including call 
completion on busy and call completion on no answer, delay point including both feature 
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discovery of the called endpoint and call supplementary services including call completion on 
busy and call completion on no answer, are not disclosed and supported by the specification. 
Specifically, the examiner agrees with the applicant's remark on page 12 that the delay point 
may be the point at which multiple conditions are satisfied; however, it is to be noted that the 
specification also indicates that the delay point is also the point at which all of the conditions are 
satisfied which means all the claimed conditions, namely, a combination of call completion on 
busy and call completion on no answer as claimed in claim 1 and a combination of feature 
discovery of the called endpoint not involving alerting the user/called endpoint and call 
supplementary services including call completion on busy and call completion on no answer and 
involving alerting the user/called endpoint as claimed in claim 5, must be met before a call can 
be established, i.e., alerting the called user or prematurely releasing the call before alerting 
(specification, page 1, lines 4-9). But such combinations of no answer and busy signal in the 
same call and combinations of conditions involving alerting the user/ called endpoint and 
conditions not involving alerting the user/called endpoint in the same call are not disclosed 
anywhere in the specification. Therefore, claims 1-11, 13-36, and 38-42 are now rejected under 
35 U.S.C. 1 12, first paragraph, as failing to comply with the enablement requirement. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NITTAYA JUNTIMA whose telephone number is (571)272- 
3120. The examiner can normally be reached on Monday through Friday, 8:00 A.M - 5:00 P.M. 



Application/Control Number: 10/645,724 Page 7 

Art Unit: 2416 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Seema Rao can be reached on 571 .272.3 174. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Nittaya Juntima/ 
Examiner, Art Unit 2416 
6/5/2009 



